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closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 213. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the. art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2-3, 6, 10, 13, 22-24, 33 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Popovich.et al (4337759). Popovich discloses an insert 10 and 440 

which may be used for placement in a door light; The insert comprises 

• A substantially planar top surface defining a plane; see annotations on patent 
copy 

• A raised portion surrounded by the top surface; see annotations on patent copy 

• The raised portion includes an outer edge and truncated sides provided on a 
portion and interrupting an outermost concentric ring such that the at least 
outermost concentric ring is incomplete; see annotations on patent copy 

• The truncated side are provided on opposite positions of the outer edge of the 
raised portion and are parallel to one another 

• The truncated side is perpendicular to the planar top side 

• The planar top surface has a thickness, the raised portion has a maximum 
height; the maximum height is at least % the thickness; see annotations on 
patented 

• The raised portion including at least two features 530 which are raised with 
respect to the plane of the top surface; 
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• The raised portion having a substantially uniform configuration; see figure 10a 

• The raise portion defining an upper surface 

• The at least two features on the raised portion include at least two raised 
concentric rings; Popovich discloses a fresnel lens; the definition of a fresnel lens 
is a lens with concentric ridged rings. 

• a recessed portion at least partially surrounded by the bottom surface; see 
annotations on patent copy 

• the recessed portion includes at least two features 532 which are recessed with 
respect to the bottom surface; see figure 7 

• the recessed portion defining a lower surface; see annotations on patented copy 

• at least two features on the recessed portion include two recessed concentric 
which substantially correspond in size and in shape to the at least tow raised 
concentric rings on the raised surface; see figure 10a 

• the distance between the upper surface of the raised portion and the lower 
surface of the recessed portion is substantially uniform throughout; see figure 
10a 

• the body 10 is formed of plastic (polyethylene) or glass 

• this raised portion includes a bullseye configuration; see the definition of fresnel 
lens above 

• a raised portion having a plurality of peaks wherein the maximum height of the 
peaks is substantially centered on the raised portion. A height of the peaks of the 
raised portion decreasing at a constant rate in a radial direction from the 
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maximum height near the center toward an outer edge of the raised portion. See 
figure 1 

- Wherein the at least two raised concentric rings include an inner ring and an 
outer ring, wherein the maximum height of the inner ring is substantially equal to 
the maximum height of the outer ring 

• Wherein at least one of the concentric rings is a complete uninterrupted ring; see 
1 0a definition of fresnel lens above 

Popovich discloses a bottom surface spaced from and disposed substantially but 
not parallel relation to the top surface; the criticality of the substantially planar bottom 
surface parallel to the top is not seen; further one of ordinary skill in the art would have 
appreciated forming the mounting surface commensurate with the mounting structure to 
which it is attached. 

See rejection above for other claimed limitations. 

- The at least two raised concentric rings include an inner ring and an outer ring 

The maximum height of the inner ring is greater than the maximum height of the outer 

ring. See figure 3 

- Wherein the at least two raised concentric rings include an inner ring and an 
outer ring, wherein the maximum height of the inner ring is substantially equal to 
the maximum height of the outer ring 

- Wherein at least one of the concentric rings is a complete uninterrupted ring; see 
1 0a definition of fresnel lens above 
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Claims 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Popovich in 
view of Aho et al (5097395). 

Popovich discloses lacks the recited. Aho et al discloses a frame 12/14/16 having at 
least a part of the frame abutting an outer edge of the insert (fresnel lens) 24/26/27 to 
center the insert in the frame wherein the frame forms a central opening for exposing 
the raised portion of the insert 

Allowable Subject Matter 

Claims 4,5,18-20, 26, 35-36, 28-29, 31-32 are allowable over the prior art of record. 

Response to Arguments 
Applicant's arguments filed 1 1/29/06 have been fully considered but they are not 
persuasive. Most arguments are moot in view of the indicated allowability of may of the 
claims. However, for many of the remaining claims applicant is arguing intended use. In 
the remaining non-allowable claims nothing has been recited liminting the structures 
use to merely an insert for a door light. Further, recitations of the intended use of the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. 

Further, the test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference; nor is it 
that the claimed invention must be expressly suggested in any one or all of the 
references. Rather, the test is what the combined teachings of the references would 
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have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA1981). 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

In response to applicant's argument that Popovich is nonanalogous art, it has 
been held that a prior art reference must either be in the field of applicant's endeavor or, 
if not, then be reasonably pertinent to the particular problem with which the applicant 
was concerned, in order to be relied upon as a basis for rejection of the claimed 
invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this 
case, lenses employed for light deflection or radiant energy by the use of peaks and 
valleys have many uses. In response to applicant's arguments against the references 
individually, one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986). 
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Further, applicant states, 'The at least two features on the recessed portion 
include at least tow raised concentric rings which substantially correspond in shape 
and size to the at least two raised concentric rings on the rings on the raised portion and 
the distance between the upper surface of the raised portion and the lower surface of 
the recessed portion ... " Applicant further states that "popovich does notdisclose a 
configuration where the recessed portion substantially corresponds in shape and size to 
the raised portion such that the distance between the upper and lower surface is 
"substantially uniform" How does one define substantially uniform; is the same 
partially uniform, mostly uniform?. The distance of Popovich is substantially uniform. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chapman E. Jeanette whose telephone number is 571- 
272-6841. The examiner can normally be reached on Mon.-thursday, 8:30-6:00, every 
fri. off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Friedman Carl can be reached on 571-272-6842. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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